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DETAILED ACTION 

Claims 1-18 are pending in the case. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 17 and 18 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 4, 15, and 18 are vague and indefinite in the recitation of derived from". 
"Derived" is a term that is non-specific and relative in nature for which Applicant 
provides no definition. It provides no clarity as to what Applicant's claimed invention 
includes and what it does not include. Without a more specific definition, it is impossible 
to determine what and how may derivations comprise the invention. The nature and 
number of the derivations to arrive at the invention Applicant seeks to protect with the 
patent are not established such that a person skilled in the art would be apprised of the 
metes and bounds of the claims. The limits of the inventions cannot be discerned and 
others could not know if they were infringing Applicant's claim. 
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Claims 17 and 18 provides for tine use of moss protonema cells, but, since the 
claim does not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. Claims 17 and 18 is rejected under 35 U.S.C. 101 because the claimed 
recitation of a use, without setting forth any steps involved in the process, results in an 
improper definition of a process, i.e., results in a claim which is not a proper process 
claim under 35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 
1967) and Clinical Products, Ltd. v. Bivnner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 
1966). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described In a printed publication In this or a foreign country or In public 
use or on sale In this country, more than one year prior to the date of application for patent In the United 

States. 

Claims 9-10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Gilbertson et al. (US2003/01 13921). 

Gilbertson et al. disclose a DNA construct comprising in 5' to 3' direction, a 
recombination site, a promoter operatively linked to a heterologous gene, and a second 
recombination site in the same orientation as the first site. It is considered that the DNA 
disclosed by the reference would contain linear forms of the DNA construct. It is noted 
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that the "recombination sequence" may be any DNA sequence or molecule from any 
organism. Therefore the DNA constructs shown in Fig. 3, 4, 8, for example, show 
introduced first recombination site, followed by a heterologous nucleic acid sequence of 
interest comprising a promoter operably linked thereto and a second introduced 
recombination sit. Fig. 3 and 4 in addition show said DNA constructs in which the 
recombination sequences are complementary to each other and are oriented in the 
same direction. 



Claim Rejections - 35 USC § 103 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-8, 12-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gilbertson et al. (US 2003/01 13921 ) in view of Schaefer (Ann. Rev. Plant Phys. 
and Mol. Biol., 53:477-501, 2002). 
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Gilbertson et al. is cited essentially for the reasons set forth above. The 
difference between the claims and the reference is that moss cells are transformed with 
the disclosed DNA. However, Schaefer disclose methods for transforming moss cells 
such as Physcomitrella patens, using DNA constructs comprising heterologous DNA 
operatively linked to a promoter, and cells transformed with one or multiple DNA 
constructs (see pages 481-489, Fig. 2). It would have been obvious to one of ordinary 
skill in the art to have transformed moss, such as Physcomitrella patens, in order to 
obtain expression of a gene of interest in this cell. (It is noted that at least 2 copies of 
the DNA constructs disclosed by Gilbertson et al. would be present in any particular cell 
upon transformation, and since identical "recombination sequences" would be present 
at each of the ends of the gene of interest, the limitations of the claims are met). One 
would have been motivated to do so by the teaching of Schaefer, which discloses that 
the Physocomitrella patens system has advantages for recombinant study of plant 
physiology. Including high levels of homologous recombination (see page 477). 



Conclusion 

Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to NANCY VOGEL whose telephone number is (571)272- 
0780. The examiner can normally be reached on 7:00 - 3:30, Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Low can be reached on (571) 272-0951 . The fax phone 
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number for the organization wliere tliis application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated Information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/NANCY VOGEL/ 

Primary Examiner, Art Unit 1636 

NV 

12/21/08 



